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Office Action Summary 


Application No. 

10/069,602 

Applicant(s) 

YAMAMOTO ET AL. 

Examiner 

Timothy P. Solak 

Art Unit 

3746 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 28 February 2002 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 28 February 2002 is/are: a)D accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)IElAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 


3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 


1) IS Notice of References Cited (PTO-892) 

2) (HI Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) K Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 


4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 


U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

Information Disclosure Statement 

The references cited on the information disclosure statement, received on 02/28/2002, 
have been considered. The papers have been placed of record in the file. 

The Examiner has cited reference JP 10-80093 on the references cited form (PTO-892). 
The reference was submitted with the application, but not cited in the information disclosure 
statement (form PTO-1449). No further action by applicant is required. 

Drawings 

The drawings are objected to under 37 CFR 1.84(h)(5) because Figures 1 and 4 show(s) 
modified forms of construction in the same view. (See disclosure page 19, lines 14-17 and page 
27, lines 12-16. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 


Specification 

The disclosure is objected to because of the following informalities: recitation of 
"Turbomachinery" on page 32, lines 5-6 is an improper reference. More detail on the publisher 
and how to located the book is required before a decision can be made on whether the reference 
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Art Unit: 3746 

is proper. How well known and how readily available the reference is, will be determining 
factors in the decision. 

Appropriate correction is required. 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: Canned Motor and Pump Assembly . 
Appropriate correction is required. 


Claims 5-9 and 17-20 are objected to under 37 CFR 1.75(c) as being in improper form 
because a multiple dependent claim cannot depend from a multiple dependent claim. The 
dependency of Claims 5-9 and 17-20 cannot be determined. Accordingly, these claims have not 
been treated in the art rejections. However, this is not to be presumed as an indication of 
allowable subject matter. 


The following is a quotation of the second paragraph of 35 U.S.C 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 


Claim Objections 


Claim Rejections - 35 USC § 112 
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Claims 1-20, set forth an apparatus preamble (i.e. "a motor frame") and thereafter follow 
with method steps (i.e. "formed") in the recitation of the body of the claim. The improper 
inclusion of both apparatus and method like language in a single claim renders the claim 
indefinite, since the claim does not clearly set forth the metes and bounds of the patent protection 
desired. Is the claim drawn to an apparatus or to a method? 

With respect to Claims 15-16, a broad range or limitation together with a narrow range or 
limitation that falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. In the present instance, claims 15-16 recite the broad recitation "non- 
austenitic cast stainless steel", and the claims also recite compositions of the steel, which is the 
narrower statement of the range/limitation. 

Claims 21 and 22 recite the limitation "mounted on an axial end of said motor at a 
variable angle" in lines 4-5 and 3-4 respectively. There is insufficient antecedent basis for this 
limitation. There is no disclosure of varying the angle of the "nozzle" once the "nozzle casing" 
has been mounted. Removing, rotating and reassembling of the pump, into a different structure, 
encompasses method steps that are not allowed in an apparatus claim. Applicants need to claim 
the structural elements that enable such a change. Accordingly, this limitation has been given 
little patentable weight. However, this is not to be presumed as an indication of allowable 
subject matter. 
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Claim Rejections - 35 USC §103 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et 
al. (5,674,056). Yamamoto et al. teach a motor frame comprising: a first cylinder 6 housing a 
motor stator 13 therein, a second cylinder 1 disposed around said first cylinder with a space 40 
defined in between for fluid to flow through. Yamamoto et al. further disclose a seat (see 47a in 
Figure 2) disposed on an outer circumferential surface of said second cylinder for installing a 
frequency converter 76 thereon. Yamamoto et al. further discloses that the second cylinder has 
on opposite axial ends thereof sockets 5 1 for providing coaxial relationship with attached 
components 52 and bolts seats for fastening bolts (not labeled but clearly seen in Figure 1). 
Although Yamamoto et al. teach most of the limitations of the claims, including a frame formed 
of a single metal (column 2, line 6), they do not disclose the seat and cylinder to be integrally. 
The unity or diversity of parts depends on the choice of manufacturer and the convenience and 
availability of the machines and tools necessary to construct the pump. Therefore, it would have 
been obvious to one of ordinary skill in the art of pump fabrication at the time the invention was 
made to have made the seat and cylinder "integrally" in the pump disclosed by Yamamoto et al. 
to have advantageously facilitated manufacturing of the pump. 
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et al. 
(mentioned previously), in view of Norihei (JP 10-080093). Although Yamamoto et al. teaches 
most of the limitations of the claim, including a seat for a converter and bolt seats on the axial 
ends of the second cylinder, they do not disclose the converter seat positioned between the bolt 
seats. The position of the seat with respect to the bolt seats is directly related to installation 
requirements and not to any structural relation required for enablement of the unit. Norihei 
disclosing, a motor frame, specifically teaches a seat 1 la formed on a frame located between bolt 
seats 3b. Norihei teach the symmetrical arrangement advantageously eased installation (see 
abstract; Solutions, lines 5-10). Therefore, it would have been obvious to one of ordinary skill in 
the art, at the time the invention was made, to have used the bolt/seat arrangement taught by 
Norihei, in the pump disclosed by Yamamoto et al., to have advantageously eased installation. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et al. 
(mentioned previously), in view of Moriya et al. (5,401,146). Although Yamamoto et al. teach 
most of the limitations of the claim, including ribs 43 interconnecting the two cylinders, they do 
not disclose the ribs to have a length, which is at least equal to one half of the overall length of 
the motor frame. Moriya et al, disclosing a pump casing and motor frame 23, specifically teach 
an integrally rib 24a (column 6, line 14) supporting a second cylinder 6. Moriya et al. teaches 
the rib to be "at least equal to one half of the overall length of the motor frame" (see Figures 1 
and 5). Moriya et al. teach the ribs advantageously supported the motor (column 7, lines 30-35). 
Therefore, it would have been obvious to one of ordinary skill in the art, at the time the invention 
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was made, to have used the ribs taught by Moriya et al., in the pump disclosed by Yamamoto et 
al., to have advantageously supported the motor. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et aj. 
in view of Norihei, in further view of Moriya et al. (all mentioned previously). Although 
Yamamoto et al. teach most of the limitations of the claim, including ribs 43 interconnecting the 
two cylinders; they do not disclose the ribs to have a length, which is at least equal to one half of 
the overall length of the motor frame. Moriya et al., disclosing a pump casing and motor frame 
23, specifically teach an integrally rib 24a (column 6, line 14) supporting a second cylinder 6. 
Moriya et al. teaches the rib to be "at least equal to one half of the overall length of the motor 
frame" (see Figures 1 and 5). Moriya et al. teach the ribs advantageously supported the motor 
(column 7, lines 30-35). Therefore, it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to have used the ribs taught by Moriya et al., in the pump 
disclosed by Yamamoto et al., to have advantageously supported the motor. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et al. 
(mentioned previously). Yamamoto et al. teach a motor frame 1 housing a stator 13 therein. 
Although Yamamoto et al. teach most of the limitations of the claim, including a stainless steel 
frame (column 2, line 4), they do not teach "non-austenitic cast stainless steel". The prior art has 
established the structural limitations of motor frame. Where a product by process limitation is 
rejected over a product that appears to be identical, although produced by a different process, the 
burden is upon the applicants to come forward with evidence establishing an unobvious 
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difference between the two. Therefore, it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to have used "non-austenitic cast stainless steel", in the 
pump disclosed by Yamamoto et al., to have advantageously manufactured the pump. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et al. 
(mentioned previously). Yamamoto et al. teach a motor frame comprising: a first cylinder 6 
housing a motor stator 13 therein, a second cylinder 1 disposed around said first cylinder with a 
space 40 defined in between for a fluid to flow through. Although Yamamoto et al. teach most 
of the limitations of the claim, including a stainless steel frame (column 2, line 4), they do not 
teach "non-austenitic cast stainless steel". The prior art has established the structural limitations 
of motor frame. Where a product by process limitation is rejected over a product that appears to 
be identical, although produced by a different process, the burden is upon the applicants to come 
forward with evidence establishing an unobvious difference between the two. Therefore, it 
would have been obvious to one of ordinary skill in the art, at the time the invention was made, 
to have used "non-austenitic cast stainless steel", in the pump disclosed by Yamamoto et al., to 
have advantageously manufactured the pump. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto et al. 
(mentioned previously). Although Yamamoto et al. teach most of the limitations of the claim, 
including a motor frame with a first 6 and second 1 cylinder, they do not teach the cylinders to be 
formed integrally. The unity or diversity of parts depends on the choice of manufacturer and the 
convenience and availability of the machines and tools necessary to construct the pump. 
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Therefore, it would have been obvious to one of ordinary skill in the art of pump fabrication at 
the time the invention was made to have made the cylinders "integrally" in the pump disclosed 
by Yamamoto et al. to have advantageously facilitated manufacturing of the pump. 

Claims 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto 
et al. (mentioned previously). Although Yamamoto et al. teach most of the limitations of the 
claim, including a first cylinder 6, a second cylinder 1 and a seat (see 47a in Figure 2) disposed 
on an outer circumferential surface of said second cylinder for installing a frequency converter 
76 thereon, said seat and cylinder formed of stainless steel (column 2, line 4), they do not 
disclose the parts to be formed from "non-austenitic cast stainless steel" or the cylinders to be 
formed integrally. 

With respect to the parts being formed "integrally", the unity or diversity of parts 
depends on the choice of manufacturer and the convenience and availability of the machines and 
tools necessary to construct the pump. Therefore, it would have been obvious to one of ordinary 
skill in the art of pump fabrication at the time the invention was made to have made the cylinders 
"integrally" in the pump disclosed by Yamamoto et al. to have advantageously facilitated 
manufacturing of the pump. 

With respect to the parts being formed of "non-austenitic cast stainless steel"; the prior 
art has established the structural limitations of motor frame. Where a product by process 
limitation is rejected over a product that appears to be identical, although produced by a different 
process, the burden is upon the applicants to come forward with evidence establishing an 
unobvious difference between the two. Therefore, it would have been obvious to one of ordinary 
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skill in the art, at the time the invention was made, to have used any type or form of "non- 
austenitic cast stainless steel" or any other type of metal, plastic or material, in the pump 
disclosed by Yamamoto et al., to have advantageously manufactured the pump. 

Claims 21-23 are rejected under 35 U.S. C. 103(a) as being unpatentable over Herrick et 
al. (3,022,739). Herrick et al. teach a multistage canned motor comprising: a motor frame 14 
housing a motor stator 27 and providing a passage 26 for a handled liquid, a first nozzle casing 
134 mounted on an axial end of said motor frame, a second nozzle casing 92 mounted on an 
opposite end of said motor frame and at least one impeller 148/98 housed in each of the nozzle 
casings. Herrick et al. further teach each nozzle casing has an inlet port 102/150 directed 
opposite to each other (see Figure 1). Although Herrick et al. teach most of the limitations of the 
claims, including a "variable" nozzle casing 143, he does not teach the casing at both ends of the 
pump. The positioning of the discharge/intake is strictly a function of installation of the unit. 
Duplicating the nozzle at both ends of the pump, would have required only a basic level of skill 
and not have altered the function of the pump. Therefore, it would have been obvious to one of 
ordinary skill in the art, at the time the invention was made, to have used duplicated nozzles at 
both ends of the pump disclosed by Herrick et al., to have advantageously aided in installation of 
the unit. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 


Application/Control Number: 10/069,602 
Art Unit: 3746 


Page 1 1 


> Charavay (1 ,756,343) teaches a multistage canned motor. 

> Kobayashi et al. (5,567,1 33) teach a canned motor and pump assembly. 

> Kobayashi et al. (5,494,403) teach a multistage motor and pump assembly. 

> Blood (3,195,468) teaches a multistage canned motor and pump. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy P. Solak whose telephone number is 703-308-6197. The 
examiner can normally be reached on Monday through Thursday from 8am to 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy S. Thorpe can be reached on 703-308-0102. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9302 for regular 
communications and 703-872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0861. 



